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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



1. 



This office action is in response to communication filed on 3/1 1/2004. 



2. 



Claims 1-12 are presented for examination. 



Claim Rejections - 35 USC $ 101 



3. 



35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



4. Based on Supreme Court precedent 1 and recent Federal Circuit decisions, a 
101 process must (1 ) be tied to another statutory class (such as a particular apparatus) 
or (2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. 2 If either of these requirements is met by the claim, the method is non a 
patent eligible process under § 101 and should be rejected as being directed to non- 
statutory subject matter. 

Claims 1 and 12 are rejected under 35 U.S.C. 101 as drawn to a non-statutory 
subject matter. The applicant is reciting only method steps such as "receiving... 

determining updating", the applicant has not recited an apparatus or device to 

perform these limitations and without apparatus or device these limitations are just 
mental steps. Mentioning computer in the preamble is not enough, if the body of the 
claims each of the steps can be performed manually. 

In claims 1 and 12 the steps are related to a mental process, which is not 
patentable. Indeed, it is not tied to another statutory class or does not change or switch 
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statutory class (such as a particular apparatus or physical module or device) or does not 
transform the underlying subject matter (such as an article or materials) to a different 
state or thing. See MPEP §21 06.IV.B: Determine Whether the Claimed Invention Falls 
Within An Enumerated Statutory Category. 

Examiner suggests applicant inserts a device in one or more steps of the 
body of the claims in order to overcome this rejection. 



1 Diamond v. Diehr, 450 U.S. 1 75, 1 84 (1 981 ); Parker v. Flook, 437 U.S. 584, 588 n.9 (1 978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 The supreme court recognized that this test is not necessary fixed or permanent and may evolve with technological 
advances. Gottschalk v. Benson, 409 U.S. 63,71 (1972) 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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6. Claims 1-21 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-21 of 
copending Application No. 10/708,568. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the '568 application further 
recites transferring points between accounts, one of the accounts being a charity. 
Official Notice is taken that it is old and well known to transfer accounts between 
accounts including one of the accounts belonging to a charity in order to allow 
participants to give back to the charity of their choice by allowing them the convenience 
of transferring earned points or discounts to a second party. It would have been 
obvious to a person of ordinary skill in the art at the time of Applicant's invention to 
have included transferring points between accounts, one of the accounts being a charity 
in order to obtain the above mentioned advantage. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC S 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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8. Claims 1-19 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Scroggie et al. (5,970,469 hereinafter Scrogie). 

With respect to claims 1-7, 9-10 Scroggie teaches a method for facilitating 
earning loyalty points wherein the loyalty points are associated with a geographic area 
(Abstract). 

Maintaining a database for storing geographic area loyalty points in a loyalty 
account corresponding to a participant (see Figure 15) ; receiving purchase data (col. 

14, step 404) determining a geographic area related to said purchase data (i.e. the 
system keep track of the store where the items were purchased)(Figure 15, step 500); 
determining an amount of geographic area loyalty points based on said geographic area 
and said purchase data (Figure 15, step 504, incentives are determined based on the 
customer's past purchases and the retailer id where the purchases have taken place. 
The incentives being exercised and redeemable at a particular store) (col. 10, lines 5- 
39) ;and updating said loyalty account with said geographic area loyalty points (Figure 

15, step 506). 

With respect to claim 8, Scroggie further teaches associating the consumer ID 
purchase data with a retailer and a manufacturer item identifier (see Figure 1 , 
consumers 10, retailers 12 and manufacturers 14). 
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With respect to claim 1 1 , Scroggie teaches receiving purchase data from a dual 
transaction card (i.e. using a check cashing card or a bank card as a promotion loyalty 
card)(col. 12, lines 14-42). 

With respect to claims 12-19, 21 Scroggie teaches a method for facilitating 
earning loyalty points wherein the loyalty points are associated with a geographic area 
(Abstract). Maintaining a database for storing geographic area loyalty points in a loyalty 
account corresponding to a participant (see Figure 15); receiving a request related to a 
requested geographic redemption area to redeem an amount of said geographic loyalty 
points (col. 11, lines 57-65); determining if said requested geographic redemption area 
is associated with said geographic area loyalty points (col. 1 1 , lines 57-65) 

Claim Rejections - 35 USC S 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Scroggie 
in view of Official Notice. 

Claim 20 further recites calculating an exchange rate between geographic areas. 
Official Notice is taken that it is old and well known to have exchange rates and 
conversion rates between geographic areas. For example, when traveling overseas 
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and the like, the customer is presented with a list of currency and their corresponding 
conversion rate in order to provide and aid the customer with the calculation of how 
much money they will receive for exchanging to the area/geographic currency rate. It 
would have been obvious to a person of ordinary skill in the art at the time of Applicant's 
invention to have included calculating an exchange rate between geographic areas in 
order to achieve the above mentioned advantage. 

Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on (571 )272-6722. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Raquel Alvarez/ 

Primary Examiner, Art Unit 3688 



Raquel Alvarez 
Primary Examiner 
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